06/19/2006 MON 08:20 FAX 937 438 2124 STEVENS AND SHOWALTER 



I21001/016 



STEVENS & SHOWALTER, llp. 



llrCH^RDC STEVENS 
ROBERT L SHOWALTEH* 
THOMAS E. LEES 



7019 CORPORATE WAY 
DAYTON, OHIO 45459^238 



PATENTTS, TRADEMARKS, 
COKYKlOirJ-S & RHATED MAITERS 



OF COUNSEL 

MICHABLD-TOLKERTS 
CHAWJCiNE LR STUKENBORC 

■ ALSO ADMTTTED IN KEWTUCICV 



TELEPHONE (9.'17)43«^S 
FACSIMIUS (937)43e-2l24 
EMAIL: SSLIP@SPEAKEASY.NET 



FACSIMILE TRANSMISSION 





Name: 


Pamela Bennett (Paralegal Specialist wHh the Board of Patent 




Appeals and interferences at the US PTO 


TO: 


Company: 


USPTO 




Fax No.: 


571-273-0299 Phone No.: 



Nome: 


Robert ShowaJ ter 




FROM: Date: 


Juncl9,200iS 




Our.RcT.: 


MNN027PA 


Traiur. No.: 




# Pages QacL cover); ^ 



REMARKS: 

Dear Pamela, - , . 

Per our telephone conversation this morning, please find attached the following pages: 
Evidence Appendix marked None- 
Related Proceedings Appendix with a copy of the Prior Decision on Appeal- 
Please call if you need anything fiirther. .... 
Thank you, ^ *~ ' ■ ^ - - 

Robert Showaltcr ^ : 



CONFIDENTIAL ATTOR NEY GHENT PRIVILEGED FACSIMILE COMMUNICATION 

The information contained in this facsimile message, and any and all accompanying documents, constitutes confidential infomiation whidi is the 
property of Stevens & Showaller. LLP. If you are not the intended recipient of this information, any disclosure, copying, distribufion. or taking of 
any action in reliance on this infonmation, is strictly prohibited. If you have received this facsimile message in error, please notify us immediately 
to make arrangements for its return to us. Thank you. 
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Related Proceedings Appendix 
A first decision on appeal (Appeal No, 2005-0244) to the U,S. Patent and Trademark Office 
Board of Patent Appeals and Interferences mailed on January 28, 2005. 



■J V 
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The opinion in support of the decisipin being entered today was fiot 
written for publication and is sot binding precedent of the Board. 

UNITED STATES PATENT AND TRADEMARK OFFICE ^^^BlV^Q 
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JAN 2 8 2005 
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Ex parte PETER T,: DIETZ 

— ^ JAN 3 1 ?.on^ 

Appeal No, 2005-0244 
Application No. 09/591,584 REFERRED 10 



ON'-BRIEF-- 



Before WALTZ, DELMENDO, and 'PAwLlKOWSKi; Administrative Patent, 
WALTZ r Adinlnistrative Patent .j^.^f^rjc. U OUEDATE(Sr ^^■T^ 



ATTOfiNEY. 
DOCKETED. 



DEGxszon :0H appeal 

This is a decision on an appeal^ from the primar^r examiner's 
final rejection of claims l-li, ,13-lS,v; 17-22,5 31-33, 35, 38 and 
39. The remaining claims pending in this application are claims 
12, 16, 23-30, 34| 36, 37 and 40-.- claims 12, 16, 23, 30, 36 and 
37 are allowed, as are claims 24-27, 34 and 40, and claims 28 
and 29 are objected to as ailowi)ie but. 'depending upon a rejected 
base claim (final Office action dated 'Oct. 27-, 2003, pages 4-5; 
Brief, pages 1-2 and 4; and the. Advi spry Action dated 
Feb. 17, 2004). We have jurisdiction pursuant to 35 U.S.C. 
§ 134. ; , " 7 
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According to appellant, the invention is directed to a 
laminate attached to window glass to provide a glazing element 
with reduced spall and lacerative conseguences upon iinpact 
fracture of the window glass (Brief riage 2) . A further 
understanding of the invention may be gleaned from illustrative 
independent claim 1 as reproduced below: 

1. A laminate attached to window glass to provide a 
glazing element which has reduced spall and lacerative 
conseguences on impact fracture of the window glass; said 
laminate comprising: 

(a) a first lamina con^rised of visible light 
transmissive flexible nonadhesive pol^eric material having a 
first major surface and an opposite second major surface; 

(b) a scratch-resistant layer over said first major 
surface to provide an eacposed surf ace to the 'laminate; 

(c) at least one additional' lamina comprised of visible 
light transmissive flexible nonadhesive polymeric material; 

1 1 - 

(d) a sufficient number of layers in situ visible light 
transmissive pressure sensitive adhesive layers to bond said 
laminae together with the scratch-resistant layer ej^posed; and 

(e) a layer of in situ, visible; light transmissiyfe 
ambient te«\perature attachable pressure sensitive adhesive to 
bond said laminate to window glass, wherein the total thicJcness 
of the laminate exceeds about 5 mils and the laminate exhibits a 
light transmittance. . ««w*j.«j.ub a 

Appellant states that the claims do not stand or fall 
together "as a whole, " listing seven groups of claims (Brief, 
page 4) . To the extent appellants provide specific, substantive 
arguments for the patentability of any individual claims. 
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Murphy 
Hutchison 

Bilkadi et al. (Bilkadi) 
Yang et al. (Yang) 
Tanaka et al. (Tanaka) 



we will consider these claims separately. See 37 CFR 
§ 1.192 (c) (7) (2003) ; Xn re McDaniel, 293 F. 3d 1379, 1383, 
63 USPQ2d 1462, 1465 (Fed. Cir. 2002). 

The examiner relies upon the following references as 
evidence of obviousness; 

4,157,417 
5,118,540 
5, e77;050 
6,013,722 

6,033V785V" ^- 

The following rejections are 'before' this merits panel in 

this appeal : 

(1) claims 1-5, 7-9. 11, 13, 17-21, ' 31-33, 38 and 39 stand 
rejected under 35 U.S.C. § 103(a) as unpatentable over Hutchison 
in view of Murphy (Answer, page 3); 

(2) claim 10 stands rejected under section 103(a) over the 
references applied in rejection (1) further in view of Tanaka 
(Answer, page 5); 

(3) claim 6 stands rejected Tinder section 103(a) over the 
references applied in rejection (1) further in view of Bilkadi 
(Answer, page 5); and i ' 

(4) claims 14, 15, 22 and 35 stand rejected tinder section 
103(a) over the references applied in rejection (l) further in 
view of Yang (Answer, page 6) , 



Jun, 05, 1979 

Jun. 02, 1992 

Oct. 14, 1997 

Jan. 11, 2000 

Mar. 07, 2000 
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Based on the record as a whole, we affizm all of the 
rejections on appeal essentially for the' reasons stated in the 
Answer and those reasons set forth below. 

OPIHIOII 

A. Rejection (1) 

The examiner finds that Hutchison discloses a reflective 
film mounted on a soibstrate where the film is constructed of a 
protective outer fluorocarbon film, a first layer of pressure 
sensitive adhesive (PSA) , a silver layer, a biaxially oriented 
polyethylene terephthalate (PET) layeir;; a secbnd layer of a PSA, 
a biaxially oriented PET layer, aiid a 'kird^ l^yer of PSA, mounted 
on a support structure (Answer, pige 3y :;: The , examiner further 
finds that Hutchison teaches that 'the reflective film is suitable 
for solar energy applications but does not disclose that the 
reflective film is attached toXwindow glass (Answer, page 4) . 
Therefore the examiner applies Murphy for: the teaching of a 
similar reflective film attached .to wihjiow glass to reduce the 
heat and glare of solar .radiation' , (id/)-:, prom these findings, 
the examiner concludes that it would have been obvious to one of 
ordinary skill in the. art at the. time of • appellant ' s invention to 
employ the reflective film disclosed by. :itutchison with the window 
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Application No. 09/591,584 ' . . v 

1 ■ * ■ ^ 

glass as taught Murphy for the advaatjacfes of reduced heat and 
glare from solar radiation (id.) . v;;,. 

Appellant argues that nowhere does Hutchison disclose, teach 
or suggest using his film in combination with window glass 
(Brief, page 5; Reply Brief, page 2) . . This argument is not 
persuasive. We note that Hutchison teaches .the application of 
his film to "a flat, curved, and/or angular surf ace 214 of a 
support structure 210" (sentence bridging cols, 6-7), used in 
solar energy "applications," and this disclosure of "support 
structure" may be considered as generic to window glass 
(abstract; col, 1, 11. 18-19; Yfgure 7; arid col, 7, 11. 41-4S) . 
Furthermore, we note that Mutphy has b^j^^applied by the examiner 
to show the obviousness of conOsiriirng th^ Hutchison film with 
window glass. •'' ; i 

Appellant argues that there is no/iaotivation or suggestion 
to combine Hutchison and" Murphy since the films of these 
references have '•diametrically oppd'sed- functions, " namely the 
film of Hutchison functions to reflect ^visible light in addition 
to ultraviolet and infra-red whiie.th^. Murphy film functions to 
transmit visible light while reducing ultraviolet light, infrared 
light and glare (Brief, page 6; Rei^ly :Brief , pages 4-5). 

5 
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This argument is also not persuasive. As noted by the 
examiner (Answer, page 7), the solar control film of Hutchison is 
very similar in construction and materials to the solar control 
film set forth by Murphy.^ Purthennore,* we determine that the 
functions of these similar solar control films are not 
"diametrically opposed" but are very much alike. Hutchison 
teaches that "[t]© be efficient a reflective film must be highly 
specularly reflective to visible, ultraviolet, and/ or near infra- 
red light between about 300-2,500 nanometers- (col. 1, 11. 19- 
22) . Although Hutchison teaches' that some uv light will be 
transmitted by the thin layer of- 'silver '( col, 2, 11. 14-20). this 
reference also teaches that " [silver reflects visible light 
better than aluminum- (col. 1, 11.- 52-53 )\ Therefore the 
teaching in Murphy that -visible- light : is- someWbat transmitted by 
the aluminum layer (col. 5, 11. 25-27) "is- nbt :^a "diametrically 
opposed function* but would have fbeenilsugges ted to one of 
ordinary skill in this art by. the teachings, of Hutchison. We 
note that Murphy teaches that: the .transmission of visible light, 
even with a thin aluminum layer, may be^rWduced by up to 90% 



nwe note that Hutchison teaches thfe"- advantages of a silver 
metal layer over that of aluminum (coi.' .l; li. S2-53; col 2 11 
14-20) while Murphy employs an dluminuift layer but teaches that 
silver may be used (col. 1, 11. 3 6-54). ■ 
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(col. 1, 11. 44-49; note that .other metals such as silver are 
taught by Murphy at col. l, 11.. .49-54) . , 

Appellant argues that Hutchison 'does - not disclose, teach or 
suggest that one of his laminates is.'capkihlei of passing the tests 
as required in claims 7, X3. and 17-21, (Brief, page 7; Reply 
Brief, page 7). This argument is not persuasive. The examiner 
has established a reasonable belief that the laminate of 
Hutchison will have the same or isubstantially the same properties 
as the claimed laminate, due to the similar materials and 
construction of layers (Answer,- pages ■8*9) . ^ Accordingly, the 
burden of proof has been shifted^ to 'appellant to prove that the 
laminates of the prior art do not haye'the properties set forth 

v.. . ■'! ..,1 

an the claims on appeal. See In re^^Spa<3ayi 911 p. 2d 705, 708, IS 
USPQ2d 1655, 1658 (Fed. Cir, 1990); see also In re Best. 562 P. 2d 
1252, 1255, 195 USPQ 430, 433-(CCPA 1977) 

Appellant argues that Hutchison does not disclose, teach or 
suggest that his acrylic PSA possesses- a shear storage modulus 
falling within the limitations of claims 8 and 11 (Brief, pages 
7-8; Reply Brief, pages 7-8). This . aa^gument : is not well taken 
since Hutchison discloses that the acrylic PSA is, inter alia, 
"chosen based on its bonding properties' (col. 8, 11. 2-5). 
Accordingly, the determination of the oi>tijiiuih properties of the 



06/19/2006 MON 08:21 FAX 937 438 2124 STEVENS AND SHOff.ALTER il 011/016 



». 1 



Appeal No. 2005-0244 
Application No. 09/591,584 

acrylic preesure-sensitive adhesive would have been well within 
the ordinary skill of one in this, arc. See m re Woodruff, 919 
P.2d 1575. 1578, 16 USPQ2d 1934, 1936 <Ped. Cir. 1990). 

For the foregoing reasons: and tK<ise set forth in the Answer, 
we determine that the examiner, has established a prina facie case 
of obviousness in view of the reference evidence. Based on the 
totality of the record, including due consideration of 
appellant's arguments, we determine that the preponderance of 
evidence weighs most heavily in favor of obviousness within the 
meaning of section 103(a). Ther^f ore' %i ^af f the rejection of 
claims- l->5, 7-9, 11, 13, 17-21, 31-337 38^39 under section 
103 (a) over Hutchison in view of Murphy.' ' ' ^ - 

B. Rejections (2), (3) ■azid''-{4)-^^- -^ 

.In each of the above rejections,- tlie examiner relies on 
Hutchison and Murphy, as discussed above, with the additional 
citation of Bilkadi against claik 6, TahaJca against claim 10, and 
Yang against claims 14, 15, 22 arid 2S (Answer) pages 5-7). We 
adopt the examiner's findings from the .Answer' and as discussed 
above. .y \_ 

Appellant argues that Bilkadi d6es:ncst kggest forming the 
claimed laminate in combination with Wiftdow glass, nor is there 
any motivation or suggestion in'-this reference to combine the 



^ .J 
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teachings of Hutchison and Muiphy (Brief, page 8) . These 
arguments are not well taken since Bilkadi is not relied upon to 
teach the claimed laininate but only as evidence of other well 
known scratch-resistant coatings that work well with acrylic 
adhesives (Answer, page 6). The motivation to combine Hutchison 
and Murphy has previously been stated by the examiner (Answer, 
page 4) . 

Appellant argues that Tanaka "does not correct for the 
deficiencies of the combination of Hutchison and Murphy" (Brief, 
page 8) . We rely upon our coitiments concerning Hutchison and 
Murphy discussed above and in the- Answer . 

Appellant argues that Yang does 'not provide any motivation 
or suggestion for combining the teachings of Hutchison and Murphy 
(Brief, page 9) . Appellant further argues that Yang does not 
disclose a laminate of at least two polymeric material laminae 
bonded together where the laminate and window glass have a 
percent base less than or equal to about 2.-0%' (id.) . These 
arguments are not well taken. As discussed above, the examiner 
has established a proper motivation or' suggestion to combine the 
teachings of Hutchison and Murphy (Answer, page 4) . As correctly 
found by Che examiner (Answer-, page 6) j. Yang teaches that post- 
additive crosslinking agents added to' ^■•aerylate pressure- 

0 
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sensitive adhesive produce adhesives with low haze, a desired 
feature in optical articles (Yang, abstract; col. 2, 11, 58-67; 
and col. 3, 1. 66-col. 4, 1. 11). Therefore the examiner has 
established that it would have been reasonable to one of ordinaiy 
skill in the art to add the crosslinkers taught by Yang for 
acrylate pressure-sensitive adhesives to the similar acrylic PSA 
of Hutchison to lower haze in the laminate. The optimum amount 
of additive would have been well within the ordinary skill in the 
art. 5ee In re Woodruff ^ supra. 

For the foregoing reasoni' aaidi'thois^ stated in the Answer, we 
determine that the examiner has estabixsiied a prima f&cie case of 
obviousness in view of the reference evidence in rejections (2), 
(3) and (4) as set forth above. 'Based' on the totality of the 
record, including due consideratioin of- appellant's arguments, we 
determine that the preponderance of the evidence weighs most 
heavily in favor of obviousness withiii the meaning of section 
103(a). Accordingly, we affirm rejections (2)i (3) and (4) as 
set forth above. ;, r-j. 

C. Summary •• -3 1. 1 I'j » . .. .i 

The rejection of claims 1-5, ■7-9/ 13,1 17-21, 31-33, 38 
and 3 9 under section 103 (a) over HAltchbon in view of Murphy is 
affirmed. The rejection- of claim 10 utider section 103(a) over 



06/19/2008 MON 08:21 FAX 937 438 2124 STEVENS AiND SHOWALTER 



■11014/016 



Appeal No. 2005-0244 
Application No. 09/591,584 ' 

Hutchison in view of Murphy and Tanaka is affirmed. The 
rej.ection of claim 6 under section 103 (a) over Hutchison in view 
of Murphy and Bilkadi is affirmed. The rejection of claims 14, 
15, 22 and 35 under section 103'(a) over Hutchison in view of 
Murphy and Yang is affirmed. 

The decision of the examiner is affirmed. 
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No time period for taking any subsequent action in 
connection with this appeal may be extended under 37 CFR 
§ 1.136(a) (1) (iv) (effective Sep. 13, 2004; 59 Fed. Reg. 49960 
(Aug. 12, 2004); 1286 Off. Gaz. Pat. Of f ice ^21 (Sep. 7, 2004)) 



AFFIRMED 




THCMAS A. WALTZ ' M 
Administrative Patent Judge 



Administrative Patent Judge ; 
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